TH'S OPI NLON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 39 (90/003, 627)
Paper No. 43 (90/003, 336)

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte NYLOK FASTENER CORPORATI ON

Appeal No. 96-0765
Control No. 90/003, 6271

HEARD:. Septenber 15, 1997

Before KIM.IN, PAK and WARREN, Adm nistrative Patent Judges.

KIMLIN, Adm ni strative Patent Judge.

DECI SI ON ON  APPEAL

This is an appeal fromthe final rejection of clains 40,

! Reexam nation requests filed Novenber 9, 1994, Contro
No. 90/003, 627, and February 18, 1994, Control No. 90/003, 336,
for the reexam nation of Reissue Patent 33,766, based on
Application 07/601, 321, filed October 22, 1990; which is a
rei ssue of Application 06/913,339, filed Septenber 30, 1986, now
U. S. Patent No. 4,835,819, issued June 6, 1989; which is a
continuation-in-part of Application 06/907,582, filed Septenber
15, 1986, now U.S. Patent No. 4,775,555, issued October 4, 1988.
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42-50, 52 and 53, all the clainms remaining in the nerged
reexam nation proceeding before us. Caimb52 is illustrative of
the patent owner’s clained invention:

52. In a process for the fabrication of an article
i ncluding the steps of assenbling a threaded fastener to a
structural nenber, perform ng an operation which deposits a
thread interfering material on the assenbl ed structural nenber
and fastener, and joining the structural nenber to anot her
structure by engaging the fastener with a mating fastener, the
i nprovenent conprising performng the follow ng steps on the
fastener prior to assenbly to said structural nenber wherein a
t her nopl astic fluoropol ymer masking and insulating material is
directed to the threads of the fastener to i npede deposition or
retention of the subsequently applied thread interfering
mat eri al :

supporting the fastener for treatnent;

heating the fastener to a tenperature sufficient to enable
the fluoropolynmer material to adhere to the threads of the
f ast ener;

positioning a nozzle adjacent the fastener;

di scharging a gaseous jet containing a powlered form of the
fl uoropol yner material fromthe nozzle toward the threads of the
f ast ener;
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depositing the powdered fl uoropolyner material onto
substantially all of the heated threads of the fastener and
accunul ating the fluoropolynmer material on the threads to forma
masked fastener with masked threads having a substantially
uni form maski ng and insul ating fluoropol ynmer |ayer;

wher eby when perform ng the operation and depositing the
thread interfering material on the assenbl ed structural nenber
and masked fastener, the masking and insul ating |ayer inpedes the
deposition or retention of the thread interfering material on the
masked t hreads, and upon joining the structural nenber to the
ot her structure, a proper threaded coupling is established
bet ween the masked fastener and the mating fastener.

In the rejection of the appealed clains, the exam ner relies

upon the follow ng references as evidence of obvi ousness:

Kl ei nhenn 3,494, 243 Feb. 10, 1970
Loeser et al. (Loeser) 4,114,505 Sept. 19, 1978
Pr obst 4,114,564 Sept. 19, 1978
Rodden et al. 4, 366, 190 Dec. 28, 1982

This is the second appeal of the instant nerged
reexam nation proceeding. In the decision rendered
Septenber 9, 1996, we reversed the exam ner’s rejection under
35 U.S.C. §8 305, but under the provisions of 37 CFR § 1.196(b) we
entered a new ground of rejection of the sane cl ains now on
appeal under 35 U.S.C. §8 103 over the collective teachings of
Kl ei nhenn, Loeser, Rodden and Probst. The patent owner now cones
before us with objective evidence of nonobvi ousness in the form
of declarations for the purpose of rebutting the inference of

obvi ousness drawn fromthe conbined teachings of the applied
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references. |In particular, the patent owner relies upon the
decl arations of Messrs. Duffy, Dudley, N chols and Matecki as
evi dence of nonobvi ousness.

Clains 40, 42-50, 52 and 53 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Kl einhenn, Loeser, Rodden and
Probst .

Upon careful consideration of the opposing argunents
presented on appeal, we concur with the patent owner that the
evi dence of nonobvi ousness of record outwei ghs the evidence of
obvi ousness. Accordingly, we wll not sustain the exam ner’s
rejection of the appeal ed cl ai ns.

In essence, the examner’s rejection is the rejection we
entered under 37 CFR 8 1.196(b) in the earlier opinion. However,
our rejection over the collective teachings of Kleinhenn, Loeser,
Rodden and Probst was nade in the absence of the declaration
evi dence now of record. In our view, the declarations of Messrs.
Duf fy, Dudl ey, N chols and Mtecki evidence the nonobvi ousness,
at the time of filing the patent owner’s application for patent,
of applying powdered fl uoropolymer onto heated threads of a
fastener. In particular, the Nichols declaration provides
evi dence that one of ordinary skill in the art would not have
expected that powdered fluoropol yner woul d adhere to a netal
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surface and, therefore, such fluoropolynmer coatings were
conventionally applied in liquid formconprising a binder
conponent. Also, the Dudl ey declaration establishes that
coatings fornmed by depositing a fluoropolynmer in powdered form
are superior to a fluoropolyner coated in liquid formwth
respect to accumul ation of weld splattering, non-conductivity,
and average free drive torque. W also note that declarant
Mat ecki, who states that powder deposition of fluoropolyners was
not done in the md-1980s, has no financial interest in the
pat ent owner and has not been conpensated for providing the
decl arati on.

In conclusion, it is our judgnent that the evidence of

nonobvi ousness presented by patent owner outwei ghs the evidence
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of obviousness relied upon by the exam ner. Accordingly, the
exam ner’s decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KIM.IN
Adm ni strative Patent Judge

)
)
)
)
CHUNG K. PAK ) BQOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)

CHARLES F. WARREN
Adm ni strative Patent Judge



Appeal No. 96-0765
Control No. 90/003, 627
Control No. 90/003, 336

Raymond P. Niro

Ni ro, Scavone, Haller & Niro
Suite 4600, 181 West Madi son
Chi cago, IL 60602

Thomas P. Liniak

Myers, Liniak & Berenato
6550 Rock Spring Drive
Suite 240

Bet hesda, MD 20817



